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ATTORNEY DOCKET NO. 04U0.0010U1 
Ji/ PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



/o 



In re Application of 
Benini, et al. 

Serial No. 09/063,924 

Filed: April 22, 1998 

For: Frangible Metal Articles, Frangible 
Bullets and Ammunition and Method 
of Making Such Articles 



RECEIVED 

DEC Z 8 2000 

Group Art Unit: 1 7®f FICE OF PETITIONS 
Examiner: Mai, N. 



PETITION UNDER 37 CFR $ 1.137(b) TO REVIVE 



OFFICE OF PETITIONS 

Assistant Commissioner for Patents 
Box DAC 

Washington, D.C. 20231 



Sir: 



NEEDLE & ROSENBERG, P.C. 
1200 Candler Building 
127 Peachtree Street, N.E. 
Atlanta, Georgia 30303-1811 

December 22, 2000 



Pursuant to 37 CFR § 1.137(b), applicants Timothy G. Smith and Roger J. Smith (the 
'Smiths") hereby petition to revive the subject application. Abandonment was unintentional. 



Due to the reasons explained in detail below, no response was filed to the Official Action dated 

12/27/2000 fiUONDflFl 00000094 09063924 
01 FC:241 620.00 OP 



June 17, 1999. 



1. Unintentional Abandonment 



An Office Action was issued on the above-referenced application June 17, 1999, 
requiring a restriction of the claims in the application filed on April 22, 1998. No response was 
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made by the Smiths because they were never aware of the Official Action or the subsequent 
abandonment until after a patent issued on July 18, 2000, on a continuation application filed only 
in the name of applicant Benini. The facts and supporting documentation are set forth below. 

(A) Application Serial No. 09/063,924 (the "subject application") was filed in the 
name of Joseph C. Benini and the Smiths on April 22, 1998, by their attorney, Stephen L. 
Peterson of Finnegan, Henderson, Farabow, Garrett & Dunner. 

(B) Benini and the Smiths had been in business together, but separated in 1998 some 
time after the subject application was filed. 

(C) On November 5, 1999, without the knowledge of the Smiths, attorney Peterson 
filed a continuation application, Serial No. 09/186,366, naming only Benini as an inventor. 

(C) On December 16, 1998, attorney Peterson filed a Request to Withdraw as 
Counsel, which was approved on January 5, 1999. A copy of that document is attached as 
Exhibit A. 

(D) On January 21, 1999, Timothy Smith filed a Change of Correspondence Address, 
which was received by Group 1700 on January 27, 1999. The new correspondence address given 
was the Smiths' address: 321 Center St., St. Marys, PA. A copy of that document is attached as 
Exhibit B. 
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(E) On June 17, 1999, the subject Official Action issued and was sent to Benini, at his 
address at 100 Avenue A, Kersey, PA, rather than to the Smiths' address. A copy of the cover 
sheet of that document is attached as Exhibit C. 

(F) On January 31, 2000, a Notice of Abandonment issued on the subject application. 
This notice was also sent to Benini's address rather than to the Smiths. A copy of that document 
is attached as Exhibit D. 

(G) On July 18, 2000, patent 6,090,178 issued to Benini on the continuation 
application. 

The Smiths were not aware of the Official Action or the abandonment of the subject 
application until after patent no. 6,090,178 issued and until the file history of the subject 
application was subsequently obtained. Benini and attorney Peterson never advised the Smiths 
of any of these actions or activities, and the United States Patent and Trademark Office failed to 
send either document to the proper address as set forth in the Change of Correspondence Address 
notice filed by the Smiths. 

Consequently, the entire delay was unintentional, pursuant to 37 CFR § 1.137(b). It is 
hereby respectfully requested that the Assistant Commissioner revive the above-referenced 
patent application and accept the proposed response to the Official Action dated June 17, 1999. 
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Petition Fee and Issue Fee 



RECEIVED 

DEG I % tOM 



WTO OF PETITIONS 



A check for the petition fee, as set forth in 37 C.F.R. § 1.1 7(m), for a small entity in the 
amount of $620.00 is enclosed. 

No additional fees are believed to be due; however, the Commissioner is hereby 
authorized to charge any fees which may be required, or credit any overpayment to Deposit 
Account No. 14-0629. 

Should the Commissioner have any question or comment as to this Petition, the 
Commissioner is requested to contact the undersigned at the telephone number below. 



NEEDLE & ROSENBERG, P.C. 
1200 Candler Building 
127 Peachtree Street, N.E. 
Atlanta, Georgia 30303-1811 
(404) 688-0770 



Respectfully submitted, 




Sumner C. Rosenberg 
Registration No. 28,753 
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Certificate Of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed 
to: Office of Petitions, Assistant Commissioner for Patents, Box DAC, Washington, D.C. 20231, on the date shown below. 



Sumner C. Rosenberg 




Date 



RECEIVED 

DEC 2 8 MOD 
OFFICE OF PETITIONS 



EXHIBIT 



A 



ALL-STATE* INTERNATIONAL 



LAW OFFICES 

inecan, Henderson, 
arabow, Garrett, 

8 DUNNER, L.L.P, 

'300 I STREET, N. W. 
SHINOTON, OC 2O0O3 
202*406-4000 




RECEIVED 

DEC 2 8 2000 

OFFICE OF PETITIONS 



PATENT 

dp Attorney Docket No. 07259.0001 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

M 

In re Application of: 
Joseph C. BENINl, et al. 
Serial No.: 09/063,924 
Filed: April 22, 1998 

For: FRANGIBLE METAL ARTICLES 
FRANGIBLE BULLETS AND 
AMMUNITION AND METHOD OF 
MAKING SUCH ARTICLES 



Group Art Unit: 3641 
Examiner: (Unassigned) 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



REQUEST TO WITHDRAW AS COUNSEL UKIDFR 37 r. f p ^ i , ft 

Pursuant to 37 C.F.R. § 1 .36, the undersigned attorney of record requests that 
he, and all of the attorneys of record noted on the Declaration and Power of Attorney 
filed April 22, 1 998, be allowed to withdraw as attorneys of record. 

This request is being filed before the receipt of any action with respect to the 
above-referenced application having a period for response. 



/'"■) , «? It 



Jffllli 



1 
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office op Pimiom 

If there is any fee due in connection with the filing of this Statement, please 

charge the fee to our Deposit Account No. 06-0916. 

Respectfully submitted, 

For: FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



By:. 




Stephen L. Peterson, partner 
Reg. No. 26,325 . 



Date: December 16, 1998 



law orriccs 

mecan, Henderson, 
\rabow, Garrett, 
3 dunner, l. l. p. 

JOO I STREET, N, W. 
JHINOTON, DC 20003 
202- -408- 4000 



EXHIBIT 



8 



ALL-STATE* INTERNATIONAL 



PTCVS8^22 . 

PaCflt «nd Tf*Cm* om«: US. DEPARTMENT OF CC**ERC£ 




Pleas* change the Correspondence Address for the above-identified application 
to: 



□ Customer Number I J 
Type Cvstomdr Number here 



OR 



Pface Customer 
Number Bar Codo 
Label bore 



Firm or 
Individual Name 



Address 



?jg / raster £zL 



Address 



CKy 



State 



Country 



kL£ r -- | , , 

fat* B.?t/-9S ?* 1"" (*M 772-MS. 



Telephone 



^ * ~ h« .iqpH fo chanae the data associated with a Customer Number. To 

Number Data Change' (PTO/SB/124). 

RECEIVED 

DEC % 8 » 



[ am the : 

El 
□ 



Applicant 



OFFICE OF PETITIONS 



Assignee of record of the entire interest. 
Certificate under 37 CFR 3.73(b) is enclosed. 



tsy rarity 



[ | Attorney or agent of record 



Typed or 
Printed Name 



Signature 



Date 
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Wft*Wftfirton. DC 20231. 



EXHIBIT 



ALL-STATE* INTERNATIONAL 



UNITED , ATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



| APPLICATION NO. FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



0 9 / 0 63 ,924 04/22/ 9£ 



r 



JOSEPH C BENIN I 
100 AVENUE A 
KERSEY PA 15846 



BEN INI 

IM52/0617 

RECEIVED 

DEC 2 8 2000 

OFFICE OF PETITIONS 



~l 



07259- O 0 o :t 



MAI,IM 



| ART UNIT 



1742 
DATE MAILED: 



PAPER NUMBER 

06/1 7/99 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 



1- Flla Copy 



EXHIBIT 



AU-STATE* INTERNATIONAL 



UNITED STA S DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



| APPLICATION NO, [ FILING DATE [ 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NOT 



09/063,924 04/22/98 BEN IN I 



072S9- 0 0 01 



r 



JOSEPH C. BEN IN I 
ICiO AVENUE A 
KERSEY PA 15846 



IM62/0131 ~1 



EXAMINER 



MAI, N 



| • ART UNIT | PAPER NUMBER | 



1742 
DATE MAILED: L 



l/31/^i 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-SOC (Rev. 2/95) 



1- Filt Copy 
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Notice of Abandonment 



Application No, 
09/063,924 



Examiner 



Applicant(s) 



BEN IN I et al 



Ngoclan Mai 



Group Art Unit 
1742 




This application is abandoned in view of: 

B applicant's failure to timely file a proper response to the Office letter mailed on Jun 17. 1999 



□ A response (with a Certificate of Mailing or Transmission of 



xa,m^ i~ n *+ *u v . "'. ■ ' was received on 

.monthts)) which expired on ^ eXP ' rat '° n ° f the period ,or res P° nse < inclu *n 9 a total extension of time of 



□ A proposed response was received on 
rejection. 



_ , but it does not constitute a proper response to the final 



conm^iX a '"ad amendment which places the application in 

Tor allowance, a Notice of Appeal; or the filing- of a continuing application under 37 CFR 1.62 (FWC)). 

Ki No response has been received. 

0 lit '^S^„i W r6qUired iSSU6 fGe Within the StatUtor V P-iod of three months from the mai.ing date 

□ The issue fee (with a Certificate of Mailing or Transmission of 

□ The submitted issue fee of $ is insufficient. The issue fee required by 37 CFR 1.18 is 

□ The issue fee has not been received. 



J was received on 



□ applicant's failure to timely file new formal drawings as required in the Notice of Allowability. 

D rec\ P ived d o n n eW f ° rma ' draWl " 9S ,Wlth 3 Certi,icate ° f bailing or Transmission of 

□ The proposed new formal drawings filed 



) were 



. are not acceptable. 



□ No proposed new formal drawings have been received. 
□ the express abandonment under 37 CFR 1.62(g) in favor of the FWC application filed on 
D S^ATSX JEST Wh ' Ch IS Si9n6d bV the 3tt0rney °' 89ent °< *• * the entire 



RECEIVED 

DEC 2 8 ?00n 

wgmwcttions 



D 37 ^^ZX^r^^£Zr rneV ~ 89ent ,aCti " 9 in 3 -P-entative capacity under 

and because the period 

□ the reason(s) below: 



n 



NG&CLAN MAI 
PRIMARY PATENT EXAMINER 
GROUP 2200 



8. Pittnt and Trader* Offlc* " " ' ~" 

TO.H32 (Rev. 5-95) Notice of Abandonment 



Part of Paper No. 6 



